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Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 9/8/08 has been entered. 



Response to Arguments 

2. Applicant's arguments have been fully considered, but are not found persuasive. 

3. Applicant argues that Antell et al does not disclose a basic question set that is asked of all 
users. Examiner respectfully disagrees. As taught in the cited portions of Antell et al, question 
sets are formulated from a list of potential questions, i.e., a basic question set is determined from 
the overal question set which is asked of all users. Each user is asked at least two questions from 
the possible questions stored. 

4. Applicant's arguments with respect to "predetermined sequenced criteria" and the 
additional amendments to the claims have been considered but are moot in view of the new 
ground(s) of rejection. 

5. In light of recent Supreme Court precedent and recent Federal Circuit decisions, the 
claims warrant new rejections under 35 USC 101. These rejections are presented below. 
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Claim Rejections - 35 USC §101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1 and 3-39 are rejected under 35 U.S.C. 101 . Based on Supreme Court precedent 
and recent Federal Circuit decisions, the Office's guidance to examiners is that a § 101 process 
must (1) be tied to another statutory class (such as a particular apparatus) or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing. Diamond 
v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

An example of a method claim that would not qualify as a statutory process would be a 
claim that recited purely mental steps. Thus, to qualify as a § 101 statutory process, the claim 
should positively recite the other statutory class (the thing or product) to which it is tied, for 
example by identifying the apparatus that accomplishes the method steps, or positively recite the 
subject matter that is being transformed, for example by identifying the material that is being 
changed to a different state. 

Here, applicant's method steps fail the first prong of the new Federal Circuit decision 
since they are not tied to another statutory class and can be performed without the use of a 
particular apparatus. Thus, claims 1 and 3-39 are non-statutory since they may be performed 
within the human mind. 

Claims 40-49 are also rejected as being directed toward non-statutory subject matter 
because they are software per se. Claim 40 recites several elements that appear to be software 
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modules or computer programs. As drafted, the claim fails to define any structural and 
functional interrelationships between the software per se and other elements of the invention that 
permit the software's function to be realized. (See MPEP § 2106 Section IV B 1 (a) ). 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

8. Claims 1, 3-6, 14-19, 23, 27-32, 36, 40-42, 46, 50-53 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Antell et al. (U.S. 2004/0123162) and Peters et al (US 5,842,195). 

As per claim 1, Antell et al. discloses a computer-implemented method of compiling a 
customer information set that complies with regulatory criteria, the method comprising: 

providing an overall question set having a plurality of questions (paragraph 6; An overall 
question set is used to select questions from.); 

determining from the overall question set a basic question set asked of all users, wherein 
each question of the basic question set is associated with an expected answer and wherein the 
basic question set comprises the minimum number of sequenced questions the answers to which 
would be sufficient to meet the regulatory criteria if no unexpected answers are given 
(paragraphs 7-8, 24; The questions selected from the overall question set may be ordered (i.e., 
sequenced) and the answers are analyzed to determine if they match like information (i.e., are 
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expected) from a data source. Users are attempted to be authenticated by a maximum number of 
questions, thereby minimizing the number of questions asked.); 

providing criteria for supplementing the basic question set with additional questions from 
the overall question set within the sequence of the basic question set, based on receiving an 
answer that differs from the expected answer, wherein the criteria are structured to minimize the 
number of remaining questions that must be answered in order to comply with the regulatory 
criteria (paragraphs 9, 22-23, 34; Additional questions may be posed when responses to the 
previously asked questions do not meet the authentication criteria. Users are attempted to be 
authenticated by a maximum number of questions, thereby minimizing the number of questions 
asked.); and 

conducting an optimized interactive customer survey, comprising: 
presenting each question of the basic question set to a user (paragraphs 7-8); 
receiving from the user an answer to each basic question (paragraphs 7-8); 
determining if the received answer is the expected answer for the question asked 
(paragraphs 7-8); 

informing the customer of completion of the survey once the customer provides answers 
to a minimum number of questions needed to comply with the regulatory criteria (inherently 
once the authentication takes place, the customer is informed of the completeion of any survey 
questions and understands they have complied with the regulatory criteria). 

Antell et al does not explicitly teach upon a determination that the received answer is the 
expected answer, continuing in the basic question set sequence to the next question in the basic 
question set; upon a determination that the received answer is not the expected answer, 



Application/Control Number: 1 0/735,0 1 8 Page 6 

Art Unit: 3623 

presenting supplemental additional questions based on the predetermined sequenced criteria for 
supplementing the basic question set and returning to the sequence of the basic question set once 
th user provides the expected answer to the supplemental additional questions and repeating until 
all questions have been asked and answered. 

Peters et al teaches a series of branched-to-questions wherein based on a specific answer 
(or non-answer) to a question, a series of linked questions are asked, otherwise, these branched- 
to-questions are not asked and the survey continues (column 5, line 49 - column 6, line 22). aT 
the time of the invention, it would have been obvious to one of ordinary skill in the art to modify 
Antell et al with the branched questions as taught by Peters ct al since the claimed invention is 
merely a combination of old elements, and in the combination each element merely would have 
performed the same function as it did separately, and one of ordinary skill in the art would have 
recognized that the results of the combination were predictable. 

As per claim 3, Antell et al. discloses a method according to claim 1, wherein the action 
of conducting an optimized interactive customer survey includes: 

displaying to a user the at least one question of the basic question set (see User Interface 
(item 19) in Figure 1); receiving from the user an answer to the at least one question of the basic 
question set (item 218 in Figure 2); determining whether the received answer differs from the 
expected answer associated with the at least one question of the basic question set (item 222 in 
Figure 2); responsive to a determination that the answer differs from the expected answer 
associated with the at least one question of the basic question set, establishing an updated 
question set using the overall question set, the basic question set and the criteria for modifying 
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the basic question set (item 226 in Figure 2); and displaying to the user at least one question from 

the updated question set (item 228 in Figure 2). 

As per claim 4, Antell et al. discloses a method according to claim 1, further comprising: 
constructing a customer information set using answers received during the optimized 

interactive customer survey and storing the customer information set (paragraphs 6-7, 26; The 

answers are used to authenticate a customer, thereby formulating a customer authentication set.). 
As per claim 5, Antell et al. discloses a method according to claim 1, wherein the basic 

question set includes a plurality of questions from the overall question set and wherein the action 

of conducting an optimized interactive customer survey includes: 

displaying a first display question set consisting of a plurality of questions from the basic 
question set including at least one question having an associated answer ((item 19) in Figure 1); 
receiving from the user an answer to the at least one question having an associated expected 
answer (item 218 in Figure 2); determining whether the received answer differs from the 
expected answer associated with the at least one question having an associated expected answer 
(item 222 in Figure 2); and responsive to a determination that the answer differs from the 
expected answer, establishing an updated question set using the overall question set, the basic 
question set and the criteria for modifying the basic question set and displaying a question set 
consisting of a plurality of questions from the updated question set (item 226 in Figure 2), and 
displaying a second question set that is different from the first displayed question set (item 228 in 
Figure 2). 

As per claim 6, Antell et al. discloses a method according to claim 1 further comprising: 
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associating an anticipated answer set with at least one of the plurality of supplemental 
additional questions, the anticipated answer set comprising at least one anticipated answer and 
responsive to receiving during the optimized interactive customer survey an answer to the at least 
one of the plurality of supplemental additional questions that matches one of the at least one 
anticipated answer, determining a risk contribution factor to be associated with the received 
answer (paragraphs 24, 31-32, 34; Table C allows different values to be assigned to different 
answers. Anticipated answers may be assigned points and a scoring according to the 
authentication criteria is performed where the scoring is an indication of whether or not the user 
has been authenticated (i.e., indicating a risk of unauthentication).). 

As per claim 14, Antell et al. discloses a method according to claim 1, wherein the action 
of conducting an optimized interactive customer survey is carried out as part of a front-end 
customer identification procedure (paragraph 6). 

As per claim 15, Antell et al. discloses a method according to claim 1 further comprising: 

determining for at least one basic question set whether an answer to the at least one basic 
question set may be determined from non-customer-supplied information (paragraph 6; It is 
determined if answers to questions may be obtained from other data sources.). Antell et al. does 
not expressly disclose responsive to a determination that an answer to the at least one basic 
question set may be determined from non-customer-supplied information, removing the at least 
one basic question set from the basic question set. However, Examiner takes Official Notice that 
it is old and well known in the art of customer surveys to not ask a customer a question that has 
already been answered/obtained to avoid repetition and inconveniencing the customer. 
Therefore, at the time of the invention, it would have been obvious to a person of ordinary skill 
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in the art to modify Antell et al. to remove a question to be asked of the customer if the answer 
has already been obtained by a non-customer means as doing so enhances convenience of taking 
the survey for the user as the user has less questions to answer. 

Claims 16-19, 23, 27-32, 36, 40-42, 46, 50-53 recite substantially similar subject matter 
to claims 1, 3-6, 14, and 15 above. Therefore, claims 16-19, 23, 27-32, 36, 40-42, 46, 50-53 are 
rejected on the same basis as claims 1, 3-6, 14, and 15 above. 

9. Claims 7-13, 20-22, 24-26, 33-35, 37-39, 43-45, 47-49 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Antell et al. (U.S. 2004/0123162) and Peters et al (US 
5,842,195, further in view of Nagan et al. (U.S. 2003/0126049). 

As per claims 7-13, the combination of Antell et al. and Peters et al does not expressly 
disclose a method according to claim 6 wherein the risk contribution factor is determined from a 
predetermined risk contribution factor value associated with the at least one anticipated answer; 
wherein the risk contribution factor is determined based on a risk factor calculation that uses a 
first predetermined risk factor value, the first predetermined risk factor value being associated 
with the at least one anticipated answer; wherein the risk factor calculation also uses a second 
predetermined risk factor value, the second predetermined risk factor value being associated with 
a second anticipated answer that has been matched by a received answer; or determining an 
aggregate risk value. Nagan et al. discloses anticipated answers have predetermined risk 
contribution factor values. Total risk factors are calculated by adding the risk contribution factor 
values of each response submitted by the customer (paragraphs 46-47, 65-66). At the time of the 
invention, it would have been obvious to a person of ordinary skill in the art to modify the 
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combination of Antell and Peters to determine a risk contribution factor for each anticipated 
answer and determine an aggregate risk value because doing so allows the system to factor in 
"degrees" or levels of risk indicating "degrees" or levels of unauthentication, thereby enabling 
the system to assess "how close" a customer is to being authenticated and therefore assess how 
many additional questions may be required to authenticate the customer. 

Claims 20-22, 24-26, 33-35, 37-39, 43-45, 47-49 recite substantially similar subject 
matter to claims 7-13 above. Therefore, claims 20-22, 24-26, 33-35, 37-39, 43-45, 47-49 are 
rejected on the same basis as claims 7-13 above. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHNNA R. LOFTIS whose telephone number is (571)272- 
6736. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell can be reached on 571-272-6737. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 1 0/735,0 1 8 Page 1 1 

Art Unit: 3623 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/jl/ 

9/21/08 

/Jonathan G. Sterrett/ 

Primary Examiner, Art Unit 3623 



